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DETAILED ACTION 



1. Claims 1-58 are presented for examination. 



Claim Rejections - 35 USC 112 



2. Claims 1-58 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

a. Claim language in the following claims is not clearly understood: 

i. As per claim 1, line 3, it is unclear what is meant by "image information" 
(i.e. Does it mean text describing an image, image, or image file?) 

ii. As per claims 4, 13, 22, 3 1, 40, 49, line 2, it is unclear what is "MDN" 
(i.e. please expand on abbreviation). 

iii. As per claims 5, 14, 23, 32, 41, 50, line 2, it is unclear what is "DSN" (i.e. 
please expand on abbreviation). 

iv. As per claims 8, line 3, it is uncertain what is meant by "a number of a 
page" (i.e. Does it mean page number?). 
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v. As per claims 9 (line 3), 17 (lines 2-3), 18 (line 2), 26 (line 3), 27 (line 3), 
35 (lines 2-3), 36 (line 3), 44 (line 3), 45 (line 3), 53 (lines 2-3) and 54 (line 3), 
they have the same uncertainty as in claim 8, line 3 above. 

vi. As per claims 10 (line 4), 19 (line 4), 28 (line 6), 37 (line 4), 46 (line 6), 
55 (lines 8-9) and 56 (lines 10-1 1), they have the same uncertainty as in claim 1, 
line 3 above. 

vii. As per claims 2-9, line 1 , it is unclear if "A method" refers to "A method" 
in claim 1, line 1 [i.e. if they are the same, then "The method" must be used]. 

viii. As per claims 11-18, line 1, it is unclear if <C A method" refers to "A 
method" in claim 10, line 1 [i.e. if they are the same, then "The method" must be 
used]. 

ix. As per claims 20-27, line 1, it is unclear if "A data terminal" refers to "A 
data terminal" in claim 19, line 1 [i.e. if they are the same, then "The data 
terminal" must be used]. 

x. As per claims 29-36, line 1, it is unclear if "A data terminal" refers to "A 
data terminal" in claim 28, line 1 [i.e. if they are the same, then "The data 
terminal" must be used]. 

xi. As per claims 38-45, line 1, it is unclear if "A data terminal" refers to "A 
data terminal" in claim 37, line 1 [i.e. if they are the same, then "The data 
terminal" must be used]. 
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xii. As per claims 47-54, line 1, it is unclear if "A data terminal" refers to "A 
data terminal" in claim 46, line 1 [i.e. if they are the same, then "The data 
terminal" must be used]. 

xiii. As per claim 57-58, line 1, it is unclear if "An e-mail system" refers to 
"An e-mail system" in claim 56, line 1 [i.e. if they are the same, then "The e-mail 
system" must be used]. 



Claim Rejections - 35 USC J 02 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

4. The changes made to 35 U.S.C 102(e) by the American Inventors Protection Act of 1999 
(ADPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
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reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AEPA 
35 U.S.C. 102(e)). 

5. Claims 1-2, 5, 8-11 14, 17-18, 28-29, 32, 35-36, 46-47, 50 and 53-57 are rejected under 
35 U.S.C. 102(e) as being anticipated by Tomkow, U.S. Patent Application Publication, 
2002/0 1 44 1 54 (hereinafter Tomkow). . 

6. As per claims 1-2, Tomkow taught the invention as claimed comprising the steps of: 
receiving E-mail that contains image information (page 1 1, paragraph 200; page 17, 
paragraph 3 17)(e.g. attachments of various type of files) (i.e. it is inherent that attachment 
can include file such as image file) and includes a request for a receipt acknowledgement, 
said E-mail being sent from a mail sender (page 8, paragraph 135); 

decoding said image information contained in said E-mail (page 8, paragraph 147); 
creating a return mail for acknowledging a receipt of said electronic mail (page 9, 
paragraph 155); 

attaching a predetermined page (Note that it is inherent that attachment can contain one, 
e.g. first page, or more page.) of said image information to said return mail (page 10, 
paragraphs 170, 189; page 13, paragraph 251); and 

transmitting said return mail back to said mail sender as a response to said request (page 
9, paragraph 157; page 10, paragraph 187). 



7. 



As per claims 10-11, Tomkow taught the invention as claimed comprising the steps of: 
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transmitting E-mail to a mail recipient, said E-mail containing image information (e.g. 
attachments of various type of files) (i.e. it is inherent that attachment can include file 
such as image file) and including a request for a receipt acknowledgement (page 8, 
paragraph 135; page 1 1, paragraph 200; page 17, paragraph 317); 
receiving a return mail from said mail recipient for acknowledging a receipt of said E- 
mail, said return mail including a predetermined page (Note that it is inherent that 
attachment can contain one, e.g. first page, or more page.) of said image information 
contained in said E-mail (page 9, paragraph 157; page 10, paragraphs 170, 187); and 
outputting a status report (e.g. generating a report) indicating contents of said return mail 
and including an image of said predetermined page included in said image information 
(page 15, paragraph 296). 



8. As per claims 28-29 and 46-47, Tomkow taught the invention as claimed comprising: 
a communications mechanism arranged and configured to transmit E-mail to a mail 
recipient and to receive a return mail from said mail recipient for acknowledging a receipt 
of said E-mail (page 8, paragraph 135), said E-mail containing image information and 
including a request for a receipt acknowledgement (page 11, paragraph 200; page 17, 
paragraph 317) (e.g. attachments of various type of files) (i.e. it is inherent that 
attachment can include file such as image file), and said return mail including a 
predetermined page of said image information contained in said E-mail (page 10, 
paragraphs 170, 189; page 13, paragraph 251); 
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an outputting mechanism (e.g. generating a report) arranged and configured to output 
information (page 15, paragraph 296); and 

a controller arranged and configured to create said E-mail (page 11, paragraph 200; page 
17, paragraph 317), and to retrieve said predetermined page (page 8, paragraph 147) and 
to cause said outputting mechanism (e.g. generating a report) to output a status report 
indicating contents of said return mail and an image of said retrieved predetermined page 
when said communications mechanism receives said return mail (page 15, paragraph 
296). 

9. As per claim 55, Tomkow taught the invention as claimed comprising: 

a sending facility coupled with a communications network to which a number of 
receiving facilities are also coupled (page 1, paragraphs 10-13); 
said sending facility being configured to assemble an e-mail message that contains non- 
image information including a request for an acknowledgment, and image information, 
and to transmit the assembled e-mail message to a selected one of said receiving facilities 
(page 1, paragraphs 10-13; page 1 1, paragraph 200; page 17, paragraph 317); 
said sending facility being further configured to receive a response e-mail message from 
said selected receiving facility, said response e-mail message containing both non-image 
information and image information corresponding to at least at part of the image 
information sent to the receiving facility from the sending facility (page 9, paragraph 157; 
page 10, paragraphs 170, 189); and 
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an output system coupled to said sending facility and responsive to said response e-mail 
message to automatically assemble and provide a visual output of a status report related 
to said response e-mail message, said visual output corresponding to at least a part of the 
image information included in the response e-mail message (page 15, paragraph 295- 
296). 

10. As per claim 56, Tomkow taught the invention as claimed comprising: 

a receiving facility coupled with a communications network to which a sending facility is 
also coupled (page 1, paragraphs 10-13); 

said receiving facility being configured to receive an incoming e-mail message over said 

network from said sending facility, said received e-mail message containing a request for 

an acknowledgment and both non-image information and image information (page 11, 

paragraph 200; page 17,paragraph 317; page 8, paragraph 135); 

said receiving facility being further configured to automatically assemble a response e- 

mail message that contains both non-image information and image information 

corresponding to at least a selected part of the image information included in the received 

e-mail message (page 9, paragraph 157; page 10, paragraphs 170, 189); and 

an output system coupled to said receiving facility and configured to automatically send 

said response e-mail message to said sending facility over said network (page 9, 

paragraph 157; page 10, paragraph 187). 
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11. As per claims 5, 14, 32 and 50, Tomkow taught the invention as claimed in claims 1, 10, 
28 and 46 above. Tomkow further taught wherein said request included in said E-mail requests a 
DSN (page 8, paragraph 135), said receiving step receives said E-mail according to an SMTP 
procedure, and said transmitting step transmits said return mail according to an SMTP procedure 
(pages 16-17, paragraph 316). 

12. As per claims 8, 17, 35 and 53, Tomkow taught the invention as claimed in claims 1,10, 
28 and 46 above. Tomkow further taught wherein said predetermined page of said image 
information attached to said return mail corresponds to a number of a page designated by said 
request included in said E-mail (page 10, paragraphs 170, 189). (i.e. since the attachment with 
said return mail is a copy of the attachment originally sent by the sender requesting for a return 
mail, therefore, a number of a page (e.g. page number) of the attachment sent with the e-mail 
including the request for return mail must correspond to the number of a page in the return mail.) 

13. As per claims 9, 18, 36 and 54, Tomkow taught the invention as claimed in claims 1,10, 
28 and 46 above. Tomkow further taught wherein said predetermined page of said image 
information attached to said return mail corresponds to a number of a page designated by said 
mail sender (page 10, paragraphs 170, 189). (i.e. since the attachment with said return mail is a 
copy of the attachment originally sent by the sender requesting for a return mail, therefore, a 
number of a page (e.g. page number) of the attachment sent with the e-mail including the request 
for return mail must correspond to the number of a page in the return mail.) through an SMTP 
procedure for said E-mail (pages 2-3, paragraph 21; page 16-17, paragraph 316). 
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14. As per claim 57, Tomkow taught the invention as claimed in claim 56 above. Tomkow 
further taught in which said receiving facility includes a decoding system configured to decode 
said image informtiaon included in the incoming message (page 8, paragraph 147) and to include 
in said response e-mail message only image information corresponding to a selected page of the 
image information (page 10, paragraphs 170, 189). (i.e. since the attachment with said return 
mail is a copy of the attachment originally sent by the sender requesting for a return mail, 
therefore, a number of a page (e.g. page number) of the attachment sent with the e-mail including 
the request for return mail must correspond to the number of a page in the return mail.) 



Claim Rejections - 35 USC 103 



15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



16. Claims 3, 6-7, 12, 15-16, 19-21, 23-27, 30, 33-34, 37-39, 41-45, 48, 51-52 and 58 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Tomkow in view of "Official 
Notice". 
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17. As per claims 19-20 and 37-38, Tomkow taught the invention substantially as claimed 
comprising: 

a communications mechanism arranged anci configured to receive E-mail that contains 
image information (e.g. attachments of various type of files) (i.e. it is inherent that 
attachment can include file such as image file) and includes a request for a receipt 
acknowledgement, said E-mail being sent from a mail sender (page 8, paragraph 135); 
a decoder decoding said image information contained in said E-mail (page 8, paragraph 
147); and 

a controller arranged and configured to create a return mail for acknowledging a receipt 
of said electronic mail (page 9, paragraph 155), to attach a predetermined page (Note that 
it is inherent that attachment can contain one, e.g. first page, or more page.) of said image 
information to said return mail (page 10, paragraphs 170, 189; page 13, paragraph 251), 
and to cause said communications mechanism to transmit said return mail back to said 
mail sender as a response to said request (page 9, paragraph 157; page 10, paragraph 
187). 

18. Tomkow did not teach a local area network. "Official Notice" is taken that the concept 
of E-mail sent from a sender through a local area network" is known and expected in the art. It 
would have been obvious to one having ordinary skill in the art at the time of the invention was 
made to include E-mail sent through a local area network because by doing so it would increase 
the efficiency to allow users within a local area network to exchange message. 
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19. As per claims 3, 12, 21, 30, 39, 48 and 58, although Tomkow taught wherein said 
attaching step attaches said E-mail as it is to said return mail (page 10, paragraph 170, 189) and 
decoding step can decode said image information (page 16, paragraphs 308-309), Tomkow, 
however, did not specifically teach attaching said E-mail as it is to said return mail when said 
image information cannot be decoded. "Official Notice" is taken that the concept of attaching 
said E-mail as it is to said return mail and decoding step can decode said image information are 
known and expected in the art. It would have been obvious to one having ordinary skill in the art 
at the time of the invention was made to include attaching said E-mail as it is to said return mail 
when said image information cannot be decode because by doing so it would increase alertness 
of the sender by notifying the sender of the delivery status of the E-mail. 

20. As per claims 6-7, 15-16, 24-25, 33-34, 42-43 and 51-52, although Tomkow taught 
comprising a step of embedding a number of said predetermined page (page 10, paragraphs 170, 
189) with said return mail, Tomkow, however, did not specifically detailing embedding into a 
first or second part of said return mail. "Official Notice" is taken that the concept of embedding 
into a first or second part of said return mail is known and expected in the art. It would have 
been obvious to one having ordinary skill in the art at the time of the invention was made to 
include embedding data into a first or second part because by doing so it would increase the user 
flexibility by allowing a user to embed data into different parts of the return mail according to 
the design choice of the user. 



Application/Control Number: 10/055,861 
Art Unit: 2154 



Page 1 3 



21 . As per claims 23 and 41, Tomkow taught the invention substantially as claimed in claims 
19 and 37 above. Tomkow further taught wherein said request included in said E-mail requests a 
DSN (page 8, paragraph 135), said receiving step receives said E-mail according to an SMTP 
procedure, and said transmitting step transmits said return mail according to an SMTP procedure 
(pages 16-17, paragraph 316). 

22. As per claims 26 and 44, Tomkow taught the invention substantially as claimed in claims 
19 and 37 above. Tomkow further taught wherein said predetermined page of said image 
information attached to said return mail corresponds to a number of a page designated by said 
request included in said E-mail (page 10, paragraphs 170, 189). (i.e. since the attachment with 
said return mail is a copy of the attachment originally sent by the sender requesting for a return 
mail, therefore, a number of a page (e.g. page number) of the attachment sent with the e-mail 
including the request for return mail must correspond to the number of a page in the return mail.) 

23. As per claims 27 and 45, Tomkow taught the invention substantially as claimed in claims 
19 and 37 above. Tomkow further taught wherein said predetermined page of said image 
information attached to said return mail corresponds to a number of a page designated by said 
mail sender (page 10, paragraphs 170, 189). (i.e. since the attachment with said return mail is a 
copy of the attachment originally sent by the sender requesting for a return mail, therefore, a 
number of a page (e.g. page number) of the attachment sent with the e-mail including the request 
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for return mail must correspond to the number of a page in the return mail.) through an SMTP 
procedure for said E-mail (pages 2-3, paragraph 21; page 16-17, paragraph 316). 

24. Claims 4, 13, 3 1 and 49 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Tomkow in view of Eguchi, U.S. Patent Application Publication 2001/0005268 (hereinafter 
Eguchi). 

25. As per claims 4, 13,31 and 49, Tomkow taught the invention as claimed in claims 1,10, 
28 and 46 above. Although Tomkow taught said receiving step receives said E-mail according to 
a POP3 or an IMAP4 procedure, and said transmitting step transmits said return mail according 
to an SMTP procedure (pages 16-17, paragraph 316), Tomkow, however, did not teach a MDN 
request. Eguchi taught a similar system wherein said request included in said E-mail requests an 
MDN (page 1, paragraph 8). 

26. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Tomkow and Eguchi because Eguchi' s teaching 
of a MDN request would increase the sender flexibility by allowing a sender an optional function 
of receiving a return e-mail that notifies reception of the e-mail with either a MDN or DSN 
request (page 1, paragraph 8). 
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27. Claims 22 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tomkow in view of "Official Notice" as applied in claims 19 and 37, and further in view of 
Eguchi. 

28. As per claims 22 and 40, Tomkow taught the invention substantially as claimed in claims 
19 and 37 above. Although Tomkow taught said receiving step receives said E-mail according to 
a POP3 or an IMAP4 procedure, and said transmitting step transmits said return mail according 
to an SMTP procedure (pages 16-17, paragraph 316), Tomkow, however, did not teach a MDN 
request. Eguchi taught a similar system wherein said request included in said E-mail requests an 
MDN (page 1, paragraph 8). 

29. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Tomkow and Eguchi because Eguchi' s teaching 
of a MDN request would increase the sender flexibility by allowing a sender an optional function 
of receiving a return e-mail that notifies reception of the e-mail with either a MDN or a DSN 
request (page 1, paragraph 8). 

CONCLUSION 



30. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Iwazaki, U.S. Patent 6,687,742, disclosed a method for sending an E-mail with an image 
file and a request for acknowledgment. 

Wing, U.S. Patent 6,650,440, disclosed a system for sending an E-mail with an attached 
fax message and a request for acknowledgment. 



31. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. Any inquiry concerning this communication or 
earlier communications from the examiner should be directed to Philip C Lee whose telephone 
number is (571)272-3967. The examiner can normally be reached on 8 AM TO 5:30 PM 
Monday to Thursday and every other Friday. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, John Follansbee can be reached on (571)272-3964. The 
fax phone number for the organization where this application or proceeding is assigned is 703- 
872-9306. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



PL. 




